
CANADIAN INTERNET REGISTRATION AUTHORITY 

DOMAIN NAME DISPUTE RESOLUTION POLICY COMPLAINT 

Dispute Number: EMU-091608-001060 
Domain name: "ennisicca" 
Complainant: EMusic.com  Inc. 
Registrant: Mogul Arts Inc. 
Registrar: DomainsAtCost Corp. 
Panelists: Hugues G. Richard as Chair of the Panel. Sharon Groom and David Lam ti 
as Members 
Service Provider: Resolution Canada Inc. 

DECISION 

The Parties 

The Complainant is "EMusic.com  Inc.", having a place of business at 535 Fifth Aver 
3 rd  Floor, New York, New York, 10017, USA 

The Registrant is "Mogul Arts Inc", having a place of business 43 Auriga Drive, Suite 
5172553, Ottawa, Ontario, Canada, K2E 7Y8 

The Domain Name and Registrar 

The domain name that is the subject of this proceeding is "enn sicca"  (the "Domain 
Name") 

The Registrar of the Domain Name is DomainsAtCost Corp., 26 Auriga Drive, Ottawa, 
Ontario, K2E 8B7 

Factual Background 

The Complainant is EMusic.com  Inc., a company based in New York, New York, USA, 
owner of the EMUSIC trade-mark and of the domain name "ennts'iccom". EMusic,com, 
Inc. is one of the most important online music stores that operate by subscription, The 
"enwsic.com " website was originally launched in 1995 by the Complainant's 
predecessor in title. It was acquired by the Complainant in 1998, The Complainant 
company was renamed EMusic.com  Inc in 1999. Panel is awm- c that "cti;:isic.com " is the 
address of a well-known website where users can download more than 4,500,000 tracks 
of music. 

According to the CIRA WHOIS Report, the Domain Name was registered on January 17, 
2001, in the name of "Mogul Arts Inc.", a company based in Ottawa, Ontario, Canada, 
Registrant of the "einusic.ca" domain name (the "Domain Name"), However, the 



Registrant's response was filed by Mr James Cogan, who describes himself as 
administrative contact for the Domain Name. Mr Cogan received a Master Business 
License for his business "Emusic.ca Holdings", taking effect on April 4, 2000, that 
expired on. April 3, 2005. Nevertheless, the Panel shall only take the CIRA WHO'S 
Report into account, and shall consider the Registrant to be "Mogul Arts Inc.". 

In 	its 	Response 	(Schedule 	H), 	the 	Registr, .it 	refers 	the 	Pane: 
bitp://web.archive.orgfweb/20010303080114, p:, /mu: ,  .ea, 	concerning its 
located at www.emusic.ca . A search on the Archive,org Wayback Machine 
shows that the Registrant's website was created on March 3, 2001, At i.he time, 
seemed void. The Complainant, in its schedule H., provides other 	• 7" r,  
printed from hap://www.archive.ort-Ltweblweb,php.  The October 1, 2002 
inactive and contains the inscription "Coming soon" and the mc., - 	of the Regi:e- 
"reggie.ea" (http://web.archive.or  ,-1/Nveb/20021001091435  
November 	17 th , 	2003 	page 	is 	active 	ard 	plays 	content 
(littp://web.archive.orglweb/2003112112505S ....inu5ic.cail din • >—.5-;(30),  while the 
July 11, 2007 page is void and announces that the domain is parked with "dreamhost", 
and the "site is coming soon". It seems that the website was hosted by other websites 
during certain periods. In 2008, however, the website exists and has content. 

In a telephone call on May 22, 2008, the Complainant's counsel asked the Registr 
was willing to sell the Domain Name for $500. The offer was declined. 

Procedural History 

In accordance with CIRA Domain Name Dispute Resolution Policy, a Complaint was 
filed with. Resolution Canada Inc. by EMusic.com  Inc on Scpi ember 17, 2008 concerning 
the CIRA Domain Name registration for "enrusic.ca". Reso!ution Canada Inc, finding the  
Complaint to be in order transmitted the Complaint to the Registr2n' The Registrant 
requested a stay of the proceedings that was denied. He later requested a 10-days 
extension under exceptional circumstances, A 2-day extension as -1 -,• , "! ,-:‘cl to the 
Registrant to file his Response that was due on October 9, 2008. The Pcsncnse was 
submitted to Resolution Canada Inc prior to the deadline, 

Relief requested 

The Complainant requests that the Panel order that the Domain N.T.m.e registration be 
transferred from the Registrant to the Complainant. 

Parties Contentions 

The Complainant contends as follows: 

(a) 
	

The Complainant is the owner of the EMUSIC trade-mark, as dc":':.: 
paragraph 3.2 (a) of the Policy, as it is a trade-mark that has been used 
Canada by the Complainant for the purpose of distinguishing the .ares, 



services and business of the Complainant. The Complainant is also a 
"Mark" owner as defined in paragraph 3.2 (c) of the Policy, as EMUSIC is 
registered in CIPO as a trade-mark under registration No. TMA639483. 
The Registrant's Domain Name is confusingly similar to the 
Complainant's trade-mark, which is identical except for the ,ea suffix. The 
addition of the dot-ca country code does not serve to distinguish the 
Domain Name from the Complainant's trade-mark. 

(b) The Registrant has no legitimate interest in the f)(. -,man .';n c, since it is 
not a licensee of the Complainant, nor is it otherwise 	 use the 
EMUSIC trade-mark. The Registrant's website was not an 	\ - Thsite 
in 2001 and 2002 and at some point was hosted by Tin: 
operated by Trafficz, a domain parking service. The 	 is 
that there is no evidence that, prior to the Complair1,7' 
Registrant on May 22, 2008, the Registrant had eve used the Domain 
Name as a trade-mark or that the Registrant had am/ 	in the Domain 
Name as a trade-mark. Moreover, the Regi, -,mini. 	describes itself as an 
"Ecommerce News Source", merely diTlays a series of links to third 
parties and does not display any ware` hr sale or services. The 
Complainant further submits that the contents of the Registrant's website 
were posted after the Complainant uniacied the Registrant, solely as a 
reaction to the Complaint. 

(c) The Registrant registered or acquired the Domain Name in had faith, since 
the Registrant registered the Domain Name solely for the purpose of 
selling, renting, licensing or otherwise transferring the Regisln ,,tion to the 
Complainant for valuable consideration (paragraph 3,7 (a) of the Policy) or 
for disrupting the business of the Complainant (paragraph 3.7 (c) of the 
Policy). The Registrant had held the Registration for seven years but had 
never used the Domain Name in association with any wares, services or 
business. Given the nature of browsing and searching on the Internet, the 
Registrant could not have ignored the business of the 17, , mr:ai7-:a.nt. 
Moreover, the Registrant's current website display ,  a series of inks to 
third parties, none of which being related to music or mu ic - related wares, 
services or business. The bad faith of the Registrant is established on the 
premises that he has registered a well-known trade-mark of the 
Complainant, and the intent to disrupt the business of the Complainant can 
be inferred on that ground. The Registrant attempts to misleadingly divert 
consumers by using Complainant's trade-mark and trade name. 

The Respondent contends as follows: 

(a) 	The Registrant contends that the Complainant's trade-mark was registered 
in. Canada on May 10, 2005, more than 5 years after the date of 
Registration of the Domain Name by the Registrant. According to the 
Registrant, the Domain Name was registered on November 13, 1999, 



which is not the date appearing on the URA WHOIS Report. and as of 
that date, the Complainant did not have Common Law rights in the 
EMUSIC trade-mark in Canada, According to Complainant's press 
releases, EMUSIC was launched in Canada in 2008. 

The Registrant does not attempt to discuss the question of the likelihood of 
confusion between the Complainant's trade-mark and the Registrant's 
Domain Name. One can infer that the Regktrant does not dispute the fact 
that the trade-mark and the Domain Name are confusingly similar. 

(b) 
	

The neniusic.ca" Domain Name has been used throughout its eight nears 
history. During certain periods of time (2000 to 2003, in 2005), the 
Domain Name was hosted by other websitc:z, and it explains why some 
pages are void on the Wayba.ck Machine Some data from the 
"emusic.ca -  website was transferred to "tral.Thz," website. A new version 
was launched on May 3 rd , 2008. 

The "einusic.ca" Domain Name was registered in 1999 as a ceneric 
expression, as well as other domain names like -eticketca" or 	", 
at the beginning of the Internet era. At no time prior 	or 	the 
registration process for "emusicca -  did the 	 1h: °. 	any 
knowledge of the Complainant's eN: is!cric.:'. The Complainat. 
introducing their services in Canada in 	s , after the registration or the 
Domain Name. There were no contacts between Complainant and 
Registrant prior to May 2008, demonstrating that the Registrant never 
intended to sell, license or rent the Domain Name to the Complainant, 

Findings 

Under paragraph 4.1 of the Policy, the burden is on the Complainant to prove, on a 
balance of probabilities, that: 

l.. the Registrant's "dot-ca" Domain Name is confusingly similar to a 
Mark in which the Complainant had Rights prior to the Regilmtion of 
the Domain Name and continues to have such Rights; 

2. the Registrant has no legitimate interest in the Domain Nme. 

Furthermore, the Complainant has to provide some evidence that the Registra r-  
registered the Domain Name in had faith. 

To be successful, the Complainant has to win with respect to all three Gl enleri 

Discussion 

1. Prior Rights and likelihood of Confusion. 
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Did the Complainant have Rights in a Mark prior to the Registration of the Domain 
Name? 

The CIRA Policies are clear on that matter: the Complainant must prove that it had 
Rights (as described in Policy 3.3) on a Mark (as described in Policy 3.2) prior to the 
Registration of the Domain Name by Registrant (January 17, 2001). 

"3.2 Mark. A "Mark -  is: 

(a) a trade-mark, including the word 	of a design ,1 7(7 ,-  Or a trade 
that has been used in Canada by a person, or the person's 1 72-, : ■ 	s‘or irr ti 
the purpose of distinguishing the wares, services or 	)f that per:: 
predecessor or a licensor of that person or predecessor fro:7, i the wares, 
or business of another person; 
(b) a certification mark, including the word elements of a design mark, that has 
been used in Canada by a person or the person 's predecessor ih title, 
purpose of distinguishing wares or SCi•iet'S that are of a defined st:inda,d; 
(c) a trade-mark. including the word cem•nts of a design ma4, !"7:.7( 	e 
irr CIPO; or 
(d) the alphanumeric and punctuation elements of any badge, cres:. Inh.it'n:,  Or 
mark in respect of which the Registrar of Trade-marks has 	pubic ., ;: .Wce of 
adoption and use pursuant to paragraph 9(1)n) of the Trade-marks Act 
(Canada). 

3.3 Rights. A person has "Rights" in a Mark 

(a) in the case of paragraphs 3.2 (a) and 3.2(b), the Mark has been used in 
Canada by that person, that person's predecessor in title or a licensor of that 
person or predecessor; 
(b) in the case of paragraph 3.20, the Mark is registered in CPO in the name of 
that person, that person 's predecessor in title or a licensor of that person,. or 
(o) in the case ofparagraplt 3.2(d), public notice of adoption ah, ruf.sc was given at 
the request of that person. 

The Registrant disputes the stated approval date of the Domain Name of January 17, 
2001 and claims that the appropriate date is November 13, 1999. According to 1)..)licv 
3.I.(a), the Panel is supposed to go by the registration date. The CIRA WHOS Rcu'ort 
confirms that January 17, 2001 is the approval date. Thus, the majority of the P. -inel 
decides that this approval date is to be considered as the date of registration of the 
Domain Name. 

The Complainant's trade-mark was filed on September 2‘i, 1999 and registered on 1' 
10, 2005. Thus, the majority of the Panel observes !hat the Complainant's CM(' 
Registration was granted after the Domain Name. registration. Since the Complainant did 
not have rights in a trade-mark under paragraph 3.2, c) of the Policy at the time of 



registration, the Complainant must prove a prior use of the trade-mark under paragraph 
3.2, a). 

The "emusic.com " website has been used by the Complainant in connection with its 
wares and services related to music since 1998, Complainant has carried on 1 -,usiness 
under that name, or the trade-mark EMUSIC prior to the Domain Name 
Thus, the majority of the Panel agrees that a trade-mark or a trade name has been used by 
Complainant prior to the Domain Name "einusicca" registration, as described in Pole : 

 3.2 (a). The -emusic.com " website was easily reachable from Canada. The Compl, , nt 
provides a series of articles from Canadian publications discussing the site in 199), The 
American site "emusic.com " is a global site, and a Canadian user could access it before 
January 17, 2001. 

Is the Complainant's trade -mark confusingly similar to the Domain Name? 

As for the likelihood of confusion between the Complainant's trail nu 	the 
Domain Name, one can consider that there is indeed a small differecs 1, c 
Complainant's trade-mark EMUSIC and the Registrant's "einusic,ca". Ti -12 
does not dispute the fact that there is a likelihood of confusion in its RespPnse. 
to the decision Credit Counselling Society of British Columbia r. , 
Counselling Services, Inc, LIRA. Dispute No. 00031, "The addition of the 
code does not serve to distinguish the Domain Name from the Complainant's 
fact that the Domain Name contains the Mark in identical terms makes the Doni:dn 
confusingly similar to the Mark". Policy 1.2 states that the dot-ca addition mg , ' 
ignored. 

Thus, the majority of the Panel decides that there is indeed a likelihood of confusion 
between the Registrant's Domain. Name and the Complainant's trade-mark, The names 
are identical. Therefore, the majority of the Panel finds in favour of the Complainant as 
far as the first element is concerned. 

2. Legitimate Interest 

Does the Registrant have a legitimate interest in the Domain Name? 

The Complainant must prove that the Registrant has no le mate interest in the Domain 
Name. The possible elements of legitimate interest are listed in paragraph 3,6. of the 
Policy. After the Complainant has alleged the lack of legitimate interest, it is up to the 
Registrant to establish that he meets at least one of the six categories of paragraph 3.6, 

(a) the Registrant filed a trade-mark application for the registration of 
emusic.ca" at CIPO on April 17, 2001. The trade-mark registration was 

abandoned on March 11, 2003. Thus, Registrant does not have Ri7hts on the 
trade-mark under paragraph 3.2 e). The Registrant also produd in Schedule 
B a Master Business License, in the name of "EMusicxa Hoinc.-z", a sole 
proprietorship owned by James Cogan. However, that license expimil on April 
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3, 2005, and the "emusiaca"Domain Name is not used by Mogul Arts Inc, 
a trade-mark. There is no evidence that the "emu.cic.ca " name was used by - 
Registrant as a way of distinguishing its wares, services or 
Therefore, the Registrant did not have a trade-mark in the name -011115k .C,77" 

(b) the Domain Name "emusiaca" does not describe the character or quality of 
any wares, services or business of the Registrant, neither in English nor in 
French, since the music-related wares or services are inexistent on the  

website  (i). The Domain Name describes neither the conditions 
of, nor the persons employed in, production of the wares, performance 	the 
services or operation of the business (ii), nor the place of origin of the 
services or business (iii). All entries on the Registrant' 
ecommerce. 

(c) to the best of the knowledge of the Panel, the Domain Name "eniusic„ca 
no generic meaning related to ecommerce in any language. 

(d) since the Registrant's website generates revenues via link-based adven: 	 
(according to Registrant's Response), one can infer that the Domain Name i= 
used in connection with a commercial activity. Therefore, the Registrant does 
not use the Domain Name in association with a non commercial legitimate 
activity. 

(e) the Domain Name is no longer the legal name of the 	since the 
Master Business License expired on April 3, 2005. 

(f) the Domain Name is not the geographical name of the location of the 
Registrant's place of business. 

The Panel concludes that the Registrant has no legitimate interest in the Domain Name. 
Therefore, the Panel finds in favour of the Complainant as far as the second element is 
concerned. 

3. Bad faith 

Did the Complainant act in bad faith when he registered the Domain Name? 

To demonstrate the Registrant's bad faith, the Complainant must provide some evidence 
that the Registrant enters at least one of the three categories described at paragraph 3.7. 
As for the had faith, the rules are narrow in scope. Complainant must establish that: 

(a) - the Registrant registered or acquired the Domain Name for the purpose of 
selling, renting, licensing or otherwise transferring the Registration to the Complainant,, 
or to the Complainant's licensor or licensee, or to a competitor of the Comi!,-Miant for 
valuable consideration in excess of the Registrant's actual costs in registering tllc Domain 
Name; 

(b) — the Registrant acquired the Registration in order to prevent persons who 
have Rights in "Marks" from registering the "Marks" as domain names; 

(c) — the Registrant acquired the Registration primarily for the purpose of 
disrupting the business of the Complainant 



(a). The Complainant submits that one can infer that the Registrant had a purpo 
selling, renting, licensing or otherwise transferring the Registration to the Comniair 
for valuable consideration. However, the Registrant refused to sell his websitc 
Complainant for $500, and replied that his domain name is not for sale. The ex70.Hat:,. -_, n 
of the Domain Name in connection with the Registrant's website indicates that he 
to use it. Therefore, the Panel does not think that the Domain Name was registered for t'.1 ,1, 

 purpose of transferring it to the Complainant for valuable consideration. 

(b) Complainant did not assert 3.7 b), which would not apply since there is no 
that the Registrant acquired the Domain Name primarily for the purpose of re 
persons who had Rights in trade-marks from registering the trade-marks. At the ti•g. of 
Registration, the Complainant was not as well known as it is today, and Registrant could 
legitimately have ignored its existence. One can surmise that the Rcgislmnt did not 
register the Domain Name in order to attempt to someone's prior ricl 

(c) The Complainant failed to establish that the Registrant had the intention of CiiT7-1 ,, ' 
the Complainant's business. At the time of registration, the EMUSIC tr 
registered and this generic expression belonged to anyone. Under 	b::1.  
probabilities, the Registrant could have ignored the existence of the Conl. , !.?, 
Moreover, the Registrant is not a "competitor"  of the Complainant. in the lief. of 
paragraph 3.7, c). 

Thus, the Panel decides that the Complainant did not establish th:lt the Re , istr 
acquired the Domain Name in bad faith. Therefore, the Panel finds in favour of 
Registrant as far as element three is concerned. 

Decision 

The Complainant has failed to provide some evidence that the Registrant's Domain 
eniusic.ca" was registered in bad faith within the meaning of mr -agraph 3.7 of the 

Policy. Accordingly, the Complainant has not established at least one of the required 
elements set forth in Policy. For that reason, the Panel dismisses the Complaint. 

As for the Complainant's bad faith, the Registrant did not prove that the C 'enp lint was 
commenced by the Complainant for the purpose of attempting, tin and without 
colour of right, to cancel or obtain a transfer of the Registration, acco! .oin :2: to paragraph. 
4.6. of the Policy. The Panel does not believe, on a balance of p .obabiuties, that the 
Complaint was commenced for that purpose. 

Concurring Reasons of Panelist David Lametti 

I agree with the disposition of the case, and the Panel's specific fiiICH77. on (no) 
legitimate interest on the part of the Registrant, and on the Registrant's nick of bad faith, 



I wish to register a caveat regarding the analysis on "confusingly similar". While the 
Policy does technically require the Panel to look at the registration date under the CLRA 

•regime, I am of the view that the spirit underlying the CIRA Policy does require a Panel 
to take into account a first .ca registration under the less-formal University of British 
Columbia regime that was the predecessor to CIRA , where such a registration exists. 
Indeed, many of these UBC registrations were then re-registered with CIRA, and were 
given an initial priority in the regime shift. In my estimation, these registrations should be 
taken into account in Policy arbitration at least insofar as determining the appropriate 
date for the purposes of deciding if the registered domain name was confusingly similar 
to an existing mark in which a Complainant is claiming rights, as well as for the purposes 
of assessing the registrant's good faith. 

Had this approach been taken in this case, it is not all that clear to me that the 
Complainant would have established rights in the mark in Canada that were sufficie:q to 
characterize the registered domain name as confusingly similar. However, as the Panel 
has applied technically the later registration date as required by the Policy, it is thus more 
likely on balance that the domain name was by that point confusingly similar to a mark 
and .com website now more well-known in Canada. 

November 4, 2008 

Sharon Groom, Member 
• 

David Lametti, Member 

Hugues t3 Richard, Ch 
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