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David G. Allsebrook

DECISION

The Parties

The Complainant is Dell Inc., of 1 Dell Way, RRI-33, Round Rock Texas, 78682, USA.

The Complainant's authorized representative is Safenames Ltd., contact person Rebecca

Holland. The Registrant is NameShield Inc., P.O. Box 1900, Charlottetown PEI, whose

authorized representative and contact person is Daniel Mullen.

Procedural History

The Disputed Domain Name, dellbusiness.ca was registered on November 21,2072,

updated, January 5, 2015. The Disputed Domain Name delldeals.c4 was registered on

November 14,2A12, updated December 7,2014.

'l'he Complainant tiled the Complaint on May 28,2015 pursuant to the CDRP and the

Rules.

Th,e Service Provider advises that the Complaint, with its attaclunents, was filed by

electronic transmission, and that in addition to providing a copy of tbe Complaint to the

Centre, the Complainant sent a copy of the Complaint to the Registrant's thrce email
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addresses on May 28,2015. The Cornplaint was reviewcd and found to bc corttllliant.

The Centre, by letter to both parties, dated May 29, 2015 advised thc partics of thc

commencement date. The letter noted that the Registrant had already received the

Complaint and advised that the Registrant had until June 18, 2015 to file a ltesponsc.
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5 On June 18,2015, the Registrant filed a Response, stating that it had not been properly

served.

By letter to the Registrant dated June 19,2015, the Centrc forwarded thc Complaint to

the Itegistrant including the Annexes, and advised that June 19,2015 would be thc

conrmencement date pursuant to Rule 4.4 and that in accordance with Rule 5.1 the

Registrant would have 20 days to file a Response in accordance with the Policy and the

Rules.

On July 9,2015 the Registrant submitted its Response. Upon review, the Centre lbund

that three of out five pages of the Response were empty. The Centre contacted the

Registrant by email and phone to attempt to recover the missing pages, but its afiempts

were unsuccessfirl. On July 14,2015 the Registrant was notified that its Response was

not in adminislrative compliance and was given ten days to remedy the problem.

The Registrant delivered a Response on July 24, 2015. The Centre found that the

Response was not in administrative compliance with the Policy and the Rules, but after

contacting the CIRA office, the Centre accepted the Response.

The Centre then appointed a three-person Panel, naming James E. Redmond as Chair

along with Halold Margles and David G. Allsebrook as Panelists. Each of the Panelists

submitted an Acceptance of Appointment and Statement of Impartiality and

Independence as requiled under paragraph 7 ofthe Rules.
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tr'acfual Background

10. The evidence before the Panel shows that the Complainant is the owncr of a number of

registered Canadian Trademarks including:

Reeistration 1'rade-Mark Goods and Services Covered

TMA357503 June 23,1989 DELL Computers, computer peripheral
devices, accessories and parts;
computer software; computer
documentation; repair and
maintenance services for
computer equipment; user
support services for computer
software.

TMA532358 August 9,2000 DELL Financial services, namely,
financing and leasing of
computers.

TMA603337 February26,2004 DELL Technical support services,
namely, houbleshooting of
computer hardware and
software problems; consulting
services in the field of design,
selection, implementation and
use of computer hardware and
software systems for others.

TMA603306 February 26,2004 DELL Maintenance and Repair of
computer hardware; installation
of computer networks;
installation of computer systems

TMA624741 November 4, 2004 DELL Printers; personal and handheld
computers; computer hardware
and c.ornprder peripherals,
namely modems, computer
cables, computer styli, hand-
held computers, including hand-
held computers with wireless e-

rnail and wireless access to
elechonic communications
netw-orks; projectors; and

No.
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instruction manuals sold

therewith as a unit for all the

aforesaid goods.

11. The trade-mark DDLL has been used in Canada since at lcast May 4, 1989

12- The Complainarrt's evidence is that the Complainant was established in 1984 by Michael

Dell and released its first computer system in 1985. It opened its first international

subsidiary in the UK in 1987. By 2013, it was the third largest PC vendor in the world

and is currently the number one shipper of PC monitors in the world. From as early a.s

2000, the Complainant has maintained an active internet presence, with a main website at

www-dell-com- It also owns the domain names dell.ca, and dellrefurbished.ca, the latter

being run by Dell Financial Services Canada LLC, a wholly-owned subsidiary of Dell

Inc- The Complainant further asserts that its registered trade-marks as described above

have been used by the Complainant to sell computer and computer related products

throughout Canada and the world.

13. In this regard, the Complainant operates a Canadian office in Ontario

14. The Complainant further asserts that the Disputed Domain Name dellbusiness.ca resolves

to a website that appears to be aPay Per Click (PPC) website consisting of construction-

related links, but w-hich the Complainant says are in fact inactive and do not resolve to

extemal sites- It further asserts that the Disputed Domain Name delldeals.ca resolves to a

PPC site containing active links for laptops, including DELL branded products.

Discussion and Findings

(r) Jurisdiction

As the o$mer of the Canadian trade-marks identified above the Complainant is an eligible

Conrplainant under paragraph 1.4 of the Policy.

No.
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(ii) Onus of Proof

Under paragraph 4.1 of the Policy, thc Complainant must prove on a balancc cll'

probabilities that:

(a) The Registrant's dot-ca Domain is confusingly similar to a Mark in which thc

Complainant had Rights prior to the datc of the rcgistration of thc Domain Narne,

and continues to have such Rights;

O) The Regisffant has registered the f)omain Name in bad faith, as dcscribed in

paragraph 3.5 of the Policy;

And the Complainant must provide some evidence that

(c) The Registrant has no legitimate interest in the domain name as described in

paragraph 3.4 of the Policy.

Even if the Complainzunt proves (a) and (b) and provides some evidence of (c) the

Registrant will succeed if the Registrant proves, on a balance of probabilities, that tlie

Registrant has a legitimate interest in the Domain Name as described in paragraph 3.4.

(iii) Confusingly Similar

17. Paragraph 3-3 of the Policy provides as follows:

18.

19.

In determining whether a domain name is "Confusingly Similar" to a
Mark, the Panel shall only consider whether the domain name so nearly
resembles the Mark in appearance, sound or the ideas suggested by the
Mark as to be likely to be mistaken for the Mark.

Since the Complainant's DELL trade-marks as described above are registered at the

CIPO, they constitute Marks as defined in paragraph 3.2 of the Policy.

Paragraph 1.2 of the Policy provides that for the purposes of the Policy, "domain nAme"

means the domain name excluding the "dot-ca" suffix. Therefore, fbr the purposes of
determining whether the Disputed Domain Names are Confusingly Similar to the

Complainant's trade-marks, the dot-ca suffix is to be excluded from consideration.
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In this case, each of'tlrc l)isptrtcd l)onrairr Nanrcs irrcludss lhc Oonr;lluittarrt's l)l,ll,l,

trade-mark, and incluclcs an ildditionul worcl, "busillcss" arxl "clcirls", rcspoclivcly. lt lt:.rs

been held in numcrous (llltA und WII'O cerses tltut thc inolusion ol'aclditiortirl dcscriptivc

words or letters will not ;rrcvcnt a disputcd dorttain rtarnc ll'ottt bcing lbtrncl to bo

Confusingly Similar. ltrr cxanrplc, in linterprisa llcnl-/-Cur Cornpany v. l)uvid lladlird

(CIRA Case No. 00097) thc Rcgistrant had rcgistcrcd l2 clornain niuncs incorp<lraling tlr<:

Complainant's IINTIRPIUSE lradc-ntark, inclucling, anlong otltcrs:

enterpriseaulorenlctl.cu, entcrprisacarrcnlul:;.cu, ctrtcrPrisct'cttlttlcurs. ctt,

enterpriserenlal.ca, cntcrpriseloronlo.cct, entcrpri:;ct:unudu.c:tt, and <ltlters. 'l'lrc ltaltcl

held that the additional words were merely descriptivc and did not prcvcnt thc disputcd

donrain names from being held to be Conl'usingly Sirnilar to the Cornplainant's tradc-

mark. Itt Goctgle Inc. v I Fanix Groztp Ltd. (WIPO Casc No. D20l 1-0790) the Rcgistrant

had registered a number of domain names including thc Claimant's GOOGLII trade-

mark, along with additional descriptive words, including, for example.

googlemontcnegro.com. Again, the Panel held that thc inclusion of the additional words

along with the Complainant's well-known trade-mark did not prevent the disputcd

domain narnes from being held to be confusingly similar to the Complainant's Marks.

In this case, the additional words in the Disputed Domain Names can be characterized as

merely descriptive.

The Panel finds that the Disputed Domain Names, each of which incorporates in its

entirety the Complahant's DELL trade-marks, so nearly resemble the Complainant's

Marks in appearance, sound or the ideas suggested by the Marks as to be likely to be

rnistaken for the Mark, and are Confusingly Similar to the Complainant's Marks.

(iv) Registration in Bad Faith

The ColrplairralL allugcs 0ra[ {.hc Rcgistralt registr:rcd thc Disputed Dorrain Narres in

bad faith as described in paragraph 3.5 of the Policy.

In support of its submission, the Complainant asserts that the Registrant is associated

with the registration of numerous third parby tradernarks, such as "Blackberry", "Dolce

and Gabbana", "Facebook", "Pflzet'', "Ralph Lauren". It f'urther asserts that the
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Itegistreurt has beert involvcd irt itrtrl losl rtl lcirsl scvcrr rlornain rtarrrc disputcs:.rs rcgislr:rttt

and has registered at lcast l5 inliin6lin6l tlonrairrs rrntlor onc ol'his contpattics. 'l'ltcr

Complainant assefis that this shows that thc l{cgistrarrt is crrglgcd in a pattcrn ol'

registering third party tradc-rnarks within dornain niuncs. 'l'hc Oornplttittant citcs in this

regard Westinghouse Eleclric Oorytorulion v. l,)unial lt4ullen, (C)asc N<1. (X)0t|3, at p. (r).

Thc Cornplainant asserts that tlrc cviclcncc rrralccs it clcar that tlrr: llcgistrarrt ha.s

undertaken a pattern of conduct ol'rcgistering domain namcs containing third party traclc-

rnarks over a period of at least l4 ycars.

25. The Complainant furthcr asscrts that thc Disputcd Domain Nanrcs rcsolvc to pay ;lcr

click ("PPC") websites, a fonn of web advertising that allows companies to plzrcc

adveftisements ltom which revenue is gained. [t says that thc links on dellbu,siness.ca

refer to various sites related to oonstruction, but the links arc inactive and do not rcsolvc

to third party websites. However delldcal.s.ca contains links to sites of both Complainant

and its conrpetitors.

26. The Complainant furlher asserts that both of the Disputed Domain Narncs havc bcen

listed for sale on "domainnamesales.con", which the Complainant describes as "an

online premium domain market place".

It is a reasonable inference that by registering domain rlarnes using an intemationally

famous trade name in which the Complaineurt has Rights through its trade-mark

registrations in Canada" the Registrant intended to benefit from the good will attaching to

the Complainant's brand. The fact that the Disputed Domain narnes were set up as PPC

sites, ahhough it appears one of thern may currently be inactive, supports the view that

the Registrant intended to trade on the Conrplainant's good will. It appears to the Panel

that the registration of the Disputed Domain Names in this case falls within each of

subparagraphs 3.5(c) anri (d) ol fre Policy.

The evidence supports the Complainant's allegation that the Disputed Domain Names

wete registered primarily fbr the purpose of disrupting the business of the Complainant

under 3.5(c) and that, as set out in subparagraph 3.5(d), the Registrant has attempted to

attact internet users to its website or other on-line locations by creating a likelihood of
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confusion with the Cornplainant's nrark by using thut nrark as thc primary conrponcnt of

the Disputcd Domain Namcs.

29. On the evidence belbre it, the I'zurcl concludcs that thc l)isputcd Domain Names were

registered in bad faith.

(") Legitimate lnterest

30. Paragraph 3.4 of the Policy lists six sets oi' circumstanccs which "in particular but

without lirnitation, if found by the Pancl to bc proved based on its evaluation of all

evidence presented, shall demonstrate that the Registrant has a legitimate interest in a

domain name". These circumstances are listed in subparagraphs 3.4(a) to (f) as follows:

(a) the Domain Name was a Mark, the Registrant used the Mark in good faith and the

Registrant had rights in the Mark;

(b) the Registrant registered the Domain Name in Canada in good faith in association

with zury wares, services or business and the Donrain Name was clearly

descriptive in Canada in the English or French language of:

(i) the character or quality of the wares, services or business;

(ii) the conditions of or the persons employed in, production of the wares,

perfonnance of the services or operation of the business; or

(iii) the place of origin of the wares, services or business;

(c) the Registrant registered the Domain Name in Canada in good faith in association

with any wares, services or business and the Domain Na:ne was understood in

Canada to be the generic narne thereof in any language;

(d) the Registrant used the Domain Name in Canada in good faith in association with

a non-commercial activity including, without limitation, criticism, review or news

reporting;

(e) the Domain Name comprised the legal name of the Registrant or was a narne,

surname or other reference by which the Registrant was commonly identified; or



the Domain Narnc was tltc gcograllhical nanrc ol'thc looirlion ol'thc llcgistrattt's

non-commercial activity or placc ol' busincss.

31 With regard to paragraph 3.4(a) a scarch ol'thc C:ll'O traclc-nt:trk datittrasc rcvcals tto

trade-mark registrations for "dellbtt,siness.cr.l' or "dclleleul.r.cti'or ntly variations thcrcol'

in the name of Daniel Mullcn, Nanrcshiclcl, or tuty ol'thc Ilcgistraltt's otltcr cotnpanics.

Accordingly flre evidencc docs not sltow that cithcr of llrc I)isputccl J.)ornairr Narncs

constituted a Mark in which RcgisLrzurt had ltights.

32. With regald to paragraph 3.4(b), tl're Disputed Domain Narncs wcrc rtot rcgistel'cd in

association with any wares, services or business, nor werc thc l)olnaitr Names clearly

descriptive in Canada in the English or French language o1:

(i) the character or quality of the wares, services or busincss;

(ii) the conditions of, or the persons employed in, production of the waros,

performance of the services or operation of the busrncss: or

(iiD the place of origin of the wares. services or business

33. On the evidence, the Disputed Domain Names were not registered in association with any

\,\rares, sen ices or business nor were the Dornain Names understood to be 1he generic

name thereof in any language, as set out in subparagraph 3.a(c).

With regar-d to the criteria set out in subparagraphs 3.4(d), (e) and (f), the evidence

negates any submission that the Disputed Domain Names were used in good faith in

association with a non-conmercial activity including, without limitation, criticism.

review or new's reporting, that they or either of them comprised the legal name of the

Registrant or constituted a name, sulname on other reference by which the Registrant was

commonly identified, or that they or either of them was the geographical name of the

location of the Registrant's non-commercial activity or place of business.

Further, the evidence advanced by the Complainant that the Disputed Domain Names

resolve to PPC websites, ancl that the Registrant was offering the websites lbr sale, lead

to the reasonable inference that the Registrant's real intent in registering the Disputed
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Domain Nanros rvas ftlr tlrc Jrur'posc ol'lirrarrcial bcnolit throtrgh tlrc Oorrrplairtiutl's wcll

kno',".n lraclc-mark DIll,l,. 'l'hat lhc llcgistr:urt hucl any lcgitirrr:rtc irttcrcst irr llrc l)ispttlr.:cl

Donrain Nanrcs is l\rthcr nogatcd try thc (lonrpluinarrt's cvidonoc) that tlrcrc was tro

coltllcction or relationship bctwccn tho (lornpllinarrt and thc l{cgistlarrl" unclcr rvhiclr the

Registranl r,vas givcn any clcar righl to usc tlrc (lornplainanl's Marks. Also, thc: lirc(ors

upon which thc Panel has liruncl that tlrc l)isprrlccl l)onrairr Names wcrc rcgistcrcd in batlr

faith also nray bc taken as sornc cvidcncc tlrert, as roquirccl rrrrdcr thc rcspcrctivc

subparagraphs of paragraph 3.4 o1'the Polioy, thc Itegistrant clid rrot use thc Marl<s in

good {aith,

36. The Panel finds that the Complainant has produccd sufficicnt ovidenco to satisfy tho onus

on it under Policy paragraph 4.1 to show that thc Ilegistrant has no lcgitirnatc intcrcst in

the Disputed Domain Names.

anJI The Panel concludes that the Complainant has nret the otlus upon it under paragraph 4.1

of the Policy to provide some evidencc that the Rcgistrant has no legitimatc intcrest in thc

Disputed Domain Names. 'fhe Registrant has failed to producc evidcncc showing on a

balancc of probabilitics that it has a lcgitimatc interest in the Disputcd Domain Nanrcs.

(vi) The Response

38. in its Response, the Registrant has raised several objections of a procedural nature, as a

result of which it alleges that the Complaint should fail.

One ground of objection arises fl'om the fact that the Service Provider did not include a

copy of the Complaint in its original letter to the Registrant notifying it of the Complaint.

apparently because a copy of the Complaint had already been provided directly to tlie

Registrant by tlie Complainant. The Registrant argues that this rendered the Complaint

invalid frorn the beginning. However, the Service Provider advises that when it received

a Response from the Rcgistrant respecting this point, the Senice Provider sent a further

Ietter to the Registrant providing the Registrant with a copy of the Complaint and

attachments and sefting a new time for Response. Following that, the Registoant filed a

further Response, which the Service Provider found to be non-compliant with the Policy

and Rules. The Registrant then filed a fuither Response, which the Service Provider
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accepted as compliant lrxl notiljccl llrc partics tlral llrc l)ancl lr:rrl hccrt appointr:tl l<t tlcitl

with thc Complaint.

Tlle Panel sees no nrcrit irr tlrc suggostiorr tlrut tlrcsc fircts slrould load to a clistttissal ttl'tltc

Complaint. T'he Rcgistrilnt was givcn propor noticc ul' thc Orlrnplaint urtd a prr)pcr

opportunity to file its Rcsponsc.

41. The Registrant also complainod about thc ftrct that thc Clonrplaint "l'ransnrittal Oovcr

Sheet showed that thc Complainant was l)cll lnc. and that thc Oornplainant's Authoriz,cd

Representative was Sal'enanrcs l-td. whclse addrcss was in thc [.Jnitcd I(ingd<lrn. It als<r

showed that the contact person for cach of Dcll lnc. and Salonanres l,td. was orrc

RebeccaHolland. The Registrant took issue with thc fact that Safenan'res l.td. was a IJK

companwhich "has no standing and has no trade-mark registration in Ciurada for any tcrm

involving the surname 'Dell"'and that it was "abusivc of thc CiDItP to allow a third party

which is not a legal reprcscntative of a CIPO trade-mark holder, and which is not a law

firm and wirich is not a Canadian entity, to bring forth a CDRP merely bascd orr

representations that it acts for a CIPO trade nrark holdcr". Thc Panel has not found

anything in the Policy providing that the Representative o1'the Complainant must be in

Canada or must be a lauryer or a law firm, and ilre Registrant idcntifies no such provision.

Tlle Panel therefore finds no merit in this objection.

42. The Response also submits that the Complainant "holds no trade-mark registration at

CIRA for operation of a website". and that the only party that holds a CIPO trade-mark

registration for the operation of s website in connection with the Dell name is Dell

Chemists (1975) Limited. The simple a.nswer to that complaint is that it is not necessary

that a complainant's trade-mark be registered for the service of operating a website. It

can be registered for any good or service.

43. To the extent that the alguments of the Registrant go to the question of the validity of the

Complainant's trade-mark registratiorl that is a question that is not within the powers

given to a Panel under the Dispute Resolution Policy to resolve.
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Decision rnd Order

The Panel finds, for the reasons given above, that the Complaint is successful, and it is
ordered and directed that the regishation of the Disputed DomainNames be fiansfened to

the Complainant.

DATED August&i2015


